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Art Unit: 3732 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

Claims 56-64 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 56 recites the limitation "the cavity within the upper base" and "the cavity 
within the lower base" in the last paragraph. There is insufficient antecedent basis for 
this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 2, 8, 21 -23, 27-29, 47, 49, 52-55 and 112-114 are rejected under 35 
U.S.C. 102(b) as being anticipated by Bergersen (4,898,535). Bergersen '535 shows a 
dental appliance comprising a U-shaped upper base, a U-shaped lower base, having an 
occlusal surface wherein the occlusal surface contacts the teeth when the base is worn 
wherein the base has a thickness defined between a first end and a second end 
wherein the occlusal surface contacts each molar when the base is worn to prevent the 
molar from achieving a malocclusion position, and a hinge 44 which, since the bases 
are molded around the hinges, are inherently inserted into cavities in the bases. The U- 
shaped bases have a slot or socket formed therein wherein the last molar is inserted 
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into the slot and wherein the first and second ends extend beyond the last molar (see 
figure 7) particularly if all the molars haven't erupted. As to claims 8 and 49, note that 
the hinge may be made of metal (column 3, lines 30-31) which is inherently harder than 
the material of the bases. As to claim 47, note the holes formed in the hinge (figure 5). 
As to claim 52, note the labial shield 38. Regarding claims 53-55, note the cavities in 
the upper and lower bases (formed by the curvature of the lingual flanges) to receive 
the tongue. As to claims 21 , 1 12, the cavity would inherently move the tongue outward 
when it comes into contact with the lingual flanges. 

Claims 1 , 2, 4, 21 , 24-26, 29, 1 1 2 -1 1 5 are rejected under 35 U.S.C. 1 02(b) as 
being anticipated by Bergersen (5,876,199). Bergersen '199 shows a dental appliance 
210 comprising a generally U-shaped upper base 214, a generally U-shaped lower base 
216 having an occlusal surface wherein the occlusal surface contacts the teeth when 
the base is worn wherein the base has a thickness defined between a first end and a 
second end wherein the occlusal surface contacts each molar when the base is worn to 
prevent the molar from achieving a malocclusion position. The U-shaped bases have a 
slot or socket formed therein wherein the last molar is inserted into a slot and wherein 
the first and second ends extend beyond the last molar, particularly if all the molars 
haven't erupted. As to claim 2, note the hinge 221. As to claims 4, 22 and 23, note that 
the occlusal surfaces are flat (see Fig. 7). Cavities in the upper and lower bases 
(formed by the curvature of the lingual flanges) to receive the tongue. The cavity would 
inherently move the tongue outward when it comes into contact with the lingual flanges. 
As to claims 21 , 40, the method by which the appliance is designed is not given 
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patentable weight in the apparatus claim because the method does not result in an 
appliance that is structurally different than the appliance of Bergersen. As to claims 26, 
1 1 5, note the lingual tabs or ribs 46. As to claims 29, note that the appliance comprises 
a labial shield 18 extending from the upper base and contacting the front of the mouth. 
As to claims 21 , the method by which the appliance is designed is not given patentable 
weight in the apparatus claim because the method does not result in an appliance that 
is structurally different than the appliance of Bergersen. As to claim 22, the socket is 
shaped to correspond to the shape of one of the teeth (see Fig. 3). 

Claims 65-69, 71 and 74 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bourke (5,536,168). Bourke shows a dental appliance 10 comprising a 
generally U-shaped base having an occlusal surface wherein the occlusal surface has a 
projection 1 8 that exerts a force on teeth. The appliance includes a cavity 36 for 
contacting the tongue (column 6, lines 18-23). The projections are adjacent an incisor 
or a molar. The occlusal surfaces are considered to be roughened by virtue of the 
projections. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen (4,898,535) in view of Bergersen (4,139,944). The appliance of Bergersen 
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'535 is not transparent. Bergersen '944 shows a dental appliance 20 comprising a 
generally U-shaped upper base 22, a generally U-shaped lower base 24 having an 
occlusal surface wherein the occlusal surface contacts the teeth when the base is worn 
wherein the base has a thickness defined between a first end and a second end 
wherein the occlusal surface contacts each molar when the base is worn to prevent the 
molar from achieving a malocclusion position. The appliance is made of a transparent 
material (column 6, lines 25-27). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to form the appliance of Bergersen '535 of a 
transparent material, as taught by Bergersen '944, so that the practitioner can see 
where tooth movement with take place. 

Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen (4,898,535) in view of Bergersen (4,073,061). The appliance of Bergersen 
'535 does not include a fastener connecting the first and second bases together or a 
wire embedded within the base. Bergersen '061 shows a dental appliance 10 
comprising a generally U-shaped upper base, a generally U-shaped lower base having 
an occlusal surface wherein the occlusal surface contacts the teeth when the base is 
worn wherein the base has a thickness defined between a first end and a second end 
wherein the occlusal surface contacts each molar when the base is worn to prevent the 
molar from achieving a malocclusion position. The lower base is connected to the 
upper base by a fastener 35 to prevent movement between the bases. A wire 40 
embedded in the base for providing a force on the anterior teeth (column 8, lines 13-16). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
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was made to provide the appliance of Bergersen '535 with fasteners and an embedded 
wire, as taught by Bergersen '061, to prevent relative movement between the bases and 
provide a force on the anterior teeth, if required. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen (5,876,199) or Bergersen (4,898,535) in view of Watson (5,328,362). 
Bergersen '199 or '535 do not disclose that the base is constructed from two different 
materials wherein one of the material has a greater rigidity than the other. Watson 
shows a dental appliance made of two different materials with one material 14 having a 
greater rigidity than the other material 16, in order to provide a soft, comfortable 
appliance that is more rigid and sturdy in the occlusal regions. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to form the 
appliance of Bergersen '199 or '535 from two different materials wherein one of the 
material has a greater rigidity than the other as taught by Watson, in order to provide a 
soft, comfortable appliance that is more rigid and sturdy in the occlusal regions where 
needed. 

Claims 9-1 1 , 50 and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bergersen (4,898,535) in view of Bergersen (5,876,199). The 
appliance of Bergersen '535 does not include lingual tabs or holes in the base. 
Bergersen '199 shows a dental appliance comprising an upper base, a lower base, and 
a hinge. The appliance includes holes in the base 402 to increase air intake while 
wearing the device, and lingual tabs 46 to keep the mandible moving forward. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 



Application/Control Number: 10/665,326 Page 7 

Art Unit: 3732 

to provide the appliance of Bergersen '535 with lingual tabs, as taught by Bergersen 
'199, in order to keep the mandible moving forward and holes in the base, to increase 
air intake while wearing the device. 

Claims 12 and 1 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bergersen (4,898,535) in view of Bourke (5,536,168). The appliance of Bergersen 
'199 does not have a roughened surface. Bourke shows a dental appliance wherein the 
bases have roughened surface (by virtue of prongs 1 8) in order to facilitate movement 
of the teeth. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the bases of Bergersen '535 with roughened surfaces, 
as taught by Bourke, to facilitate movement of the teeth. 

Claims 14, 16, 17, 19, 20, 56-62, 64, 75, 77 and 64 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Bergersen (4,898,535) in view of Kussick 
(5,779,470). Bergersen '535 does not include a concave portion that moves the tongue 
to an elevated position relative to the lower teeth. Kussick shows a dental appliance 
having concave portion 1 1 that moves the tongue to an elevated position relative to the 
lower teeth (column 1 , lines 55-58) to encourage the positioning of the tongue in the 
proper position, which a reference mark to indicate the proper position for the appliance 
in the mouth (column 5, lines 51 -61). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to provide the appliance of Bergersen a 
concave portion, as taught by Kussick, in order to correct tongue thrust problems. 
Regarding claims 16 and 75, the device of does not include a positioning mark. Kussick 
shows a dental appliance having a reference mark to indicate the proper position for the 



Application/Control Number: 10/665,326 Page 8 

Art Unit: 3732 

appliance in the mouth (column 5, lines 51-61). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the appliance of 
Bergersen with a reference mark, as taught by Kussick, in order to aid in proper 
placement of the appliance in the mouth. 

Claims 30, 33, 34. 39, 103-106, 109 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bergersen (5,876,199) in view of Bergersen (4,784,605). 
Bergersen '199 does not include a spike formed on the lingual surface of the lower base 
or the upper base. Bergersen '605 shows a dental appliance comprising an upper 
base, a lower base, and a spike 26 formed on the lower base to prevent the tongue 
from moving toward the lower teeth. It would have been obvious to one of ordinary skill 
in the art at the time the invention was make to provide the upper or lower base of 
Bergersen '199 with a spike in the lingual surface as taught by Bergersen '605, to 
encourage proper tongue positioning to overcome tongue thrust problems. As to claim 
30, the method by which the appliance is designed is not given patentable weight in the 
apparatus claim because the method does not result in an appliance that is structurally 
different than the appliance of Bergersen. 

Claims 30, 37, 38, 103-105, 109 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bergersen (4,898,535) in view of Bergersen (4,784,605). Bergersen 
'535 does not include a spike formed on the lingual surface of the lower base or the 
upper base. Bergersen '605 shows a dental appliance comprising an upper base, a 
lower base, and a spike 26 formed on the lower base to prevent the tongue from moving 
toward the lower teeth. It would have been obvious to one of ordinary skill in the art at 
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the time the invention was make to provide the upper or lower base of Bergersen '535 
with a spike in the lingual surface as taught by Bergersen '605, to encourage proper 
tongue positioning to overcome tongue thrust problems. As to claim 30,the method by 
which the appliance is designed is not given patentable weight in the apparatus claim 
because the method does not result in an appliance that is structurally different than the 
appliance of Bergersen. 

Claims 31-32, 35 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bergersen (4,898,535) in view of Bergersen (4,784,605) as applied to 
claim 30 above, and further in view of Bourke (5,536,168). The appliance of Bergersen 
'199 and '605 does not have a roughened surface. Bourke shows a dental appliance 
wherein the bases have roughened surface (by virtue of prongs 1 8) in order to facilitate 
movement of the teeth. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide the bases of Bergersen '535 and '605 with 
roughened surfaces, as taught by Bourke, to facilitate movement of the teeth. 

Claims 31 , 32, 35 and 36 are ejected under 35 U.S.C. 103(a) as being 
unpatentable over Bergersen (5,876,199) in view of Bergersen (4,784,605) as applied to 
claim 30 above, further in view of Bourke (5,536,168). The appliance of Bergersen '199 
as modified by Kesling does not have a roughened surface. Bourke shows a dental 
appliance wherein the bases have roughened surface (by virtue of prongs 1 8) in order 
to facilitate movement of the teeth. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to provide the bases of Bergersen '535 as 
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modified by Kesling with roughened surfaces, as taught by Bourke, to facilitate 
movement of the teeth. 

Claim 63 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Bergersen (4,898,535) in view of Kussick (5,779,470) as applied to claim 56, and further 
in view of Bergersen (5,876,199). The appliance of Bergersen '535 as modified by 
Kussick does not include lingual tabs extending from the lower base. Bergersen '199 
includes lingual tabs 46 extending to keep the mandible advancing maximally and 
moving forward. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide the appliance of Bergersen '535 as modified by 
Kussick with lingual tabs extending from the lower base, as taught by Bergersen '199, in 
order to stimulate more efficient forward mandible movement to correct antero-posterior 
jaw discrepancies. 

Claim 70 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bourke 
(5,536,186) in view of Bergersen (5,876,199). The appliance of Kesling does not 
include lingual tabs. Bergersen '199 shows a dental appliance comprising an upper 
base, a lower base, and a hinge. The appliance includes lingual tabs 46 to keep the 
mandible moving forward. It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide the appliance of Bourke with lingual tabs, 
as taught by Bergersen '199, in order to keep the mandible moving forward. 

Claim 72 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bourke 
(5,536,186) in view of Kesling (3,724,075). The appliance of Bourke does not include a 
wire embedded within the base. The bases of Kesling also include an wire (hook or 
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clasp) 40 therein. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the bases of Bourke with attachments, as taught 
by Kesling, in order to aid in holding the appliance on the teeth. 

Claims 92-94, 97, 99, 101 and 102 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bergersen (4,898,535) in view of Kesling (3,724,075). The device of 
Bergersen does not include and attachment in one of the bases. Kesling shows a 
dental appliance 20 comprising a generally U-shaped base 21 having an occlusal 
surface. A wire (attachment) 40 embedded in the base to lock the device in place. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide a base of Bergersen with a wire therein, as taught by Kesling, in order 
to prevent the device from being dislodged. 

Claim 95 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen (4,898,535) in view of Kesling (3,724,075) as applied to claim 92 above, and 
further in view of Bergersen (5,876,199). The appliance of Bergersen '535 as modified 
by Kesling does not include lingual tabs. Bergersen '199 shows a dental appliance 
comprising an upper base, a lower base, and a hinge. The appliance includes lingual 
tabs 46 to keep the mandible moving forward. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the appliance of 
Bergersen '535 as modified by Kesling with lingual tabs, as taught by Bergersen '199, in 
order to keep the mandible moving forward. 
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Claim 96 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen (4,898,535) in view of Kesling (3,724,075) as applied to claim 92 above, and 
further in view of Bourke (5,536,168). The appliance of Bergersen '199 as modified by 
Kesling does not have a roughened surface. Bourke shows a dental appliance wherein 
the bases have roughened surface (by virtue of prongs 18) in order to facilitate 
movement of the teeth. It would have been obvious to one of ordinary skill in the art at 
. the time the invention was made to provide the bases of Bergersen '535 as modified by 
Kesling with roughened surfaces, as taught by Bourke, to facilitate movement of the 
teeth. 

Claims 98 and 100 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bergersen (4,898,535) in view of Kesling (3,724,075) as applied to claim 92 above, 
and further in view of Bergersen (4,330,272). Bergersen '535 as modified by Kesling 
does not include an tube in a base. The bases of Bergersen '272 include a tube 51 , 52 
therein in order to attach a headgear to the appliance. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to provide the bases of 
Bergersen '535 as modified by Kesling with tubes, as taught by Bergersen '272, in order 
to enable a headgear to be used with the appliance. 

Claim 107 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergersen (4,898,535) in view of Bergersen (4,784,605) in view of Bergersen 
(4,073,061). The appliance of Bergersen '535 does not include a wire embedded within 
the base. Bergersen '061 shows a dental appliance 10 comprising a generally U- 
shaped upper base, a generally U-shaped lower base having an occlusal surface 
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wherein the occlusal surface contacts the teeth when the base is worn wherein the base 
has a thickness defined between a first end and a second end wherein the occlusal 
surface contacts each molar when the base is worn to prevent the molar from achieving 
a malocclusion position. A wire 40 embedded in the base for providing a force on the 
anterior teeth (column 8, lines 13-16). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to provide the appliance of Bergersen 
'535 with an embedded wire, as taught by Bergersen '061, to provide a force on the 
anterior teeth, if required. 

Allowable Subject Matter 

Claims 40-46, 78-91 , 110, 111, 1 17-122 are allowed. 

Claims 13, 15, 18, 48, 73, 76 and 108 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments filed August 7, 2006 have been fully considered but they 
are not persuasive. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., that the '199 appliance has no individual tooth sockets) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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In response to applicant's argument that the Bourke appliance does not include a 
cavity formed in the u-shaped base wherein the cavity moves the tongue, applicant's 
attention is directed to column 6, lines 18-23 and cavity 65. The cavity would inherently 
move the tongue outward when it comes into contact with the lingual flanges. 

Applicant's arguments with respect to claims 3, 5, 6, 8, 14, 21, 30, 47, 52, 56, 65, 
87, 92, 1 03 have been considered but are moot in view of the new ground (s) of 
rejection. 

Applicant's arguments, with respect to the rejections under 35 USC 103, merely 
assert that there is no motivation to combine the references in the manner suggested by 
the Office or that the modifying reference simply do not teach or suggest the elements 
of the present invention. The examiner has set forth motivations and pointed out the 
elements in the rejections above. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cary E. O'Connor whose telephone number is 571 -272- 
4715. The examiner can normally be reached on M-Th 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez can be reached on 571 -2724964. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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